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REMARKS 

Applicants thank the Examiner for the courtesy of a telephone interview on March 2. 
2005. During the interview. Applicants' representative James J. Barta, Jr. discussed the 
patentabUity of the claims including claim 1 in view of the cited reference U. S. Patent 
AppUcation No. 2002/0174329 (Bowler et al.) with Examiner Fowlkes. The Examiner indicatcl 
that the proposed claim amendments appear to overcome the claim rqections based on the 
Bowler et al. reference. However, no agreement was reached as the Examiner stated that anoth.-r 
search might be necessary. No exhibit was shown and no demonstration was conducted. 

Applicants have thoroughly considered the Office action mailed on December 23, 2004. 
The specification has been amended by this Amendment A to correct minor typographical enoj-s- 
Claims 1. 8, 11, 14-16, 27. 28 and 36-38 have been amended, claims 17-26 and 35 have been 
canceled! and claims 40-42 have been added by this Amendment A. Reconsideration of the 
application as amended is respectfully requested. 

Restriction Requirement 
In response to the restriction requirement. AppUcants affirm the election of Invention I, 
claims 1-16 and 27-39. As such, AppUcants cancel non-elected claims 17-26 in Invention 11. 

Provisional Double Patenting Rejection 
In response to the provisional statutory type double patenting rqection, AppUcants 
submit that the co-pending iqjplication serial no. 1 0/004,073 is to be abandoned. As such. 
Applicants respectfiilly request the withdrawal of the provisional statutory type double patenting 
rejection. 

Overview 

To iUustrate the differences between the present invention as claimed and the cited prior 
art, Applicants point out that the claimed features of the present invention are directed to 
dynamically obtaining update content and applying the obtained update content to software prior 
to instaUatiott of the software. In the present invention, software stored on an installation 
media is to be installed on a destination machine. For example, a user may desire to install 
software stored on a CD-ROM to a computer, fa this example, update content for the softwar e is 
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dynamically obtained torn one or more update media prior to instaUation of the software. The 
obtained update content is merged with the software prior to installation of the software. Hie 
merged software is then installed on the destination machine. In this mamier, the user does not 
need to obtain updates for the softvwe afia the installation of the software because all updates 
have been obtained and merged before the software was instaUed. 

The present invention fixes problems prior to the problems occuiiing by letrieving a 
minimal set of the most critical fixes to improve the software setup experience and to provide 
stable and secure software. The present invention ensures that software installed onto a machine 
automatically includes the most critical updates and fixes deemed necessary for a successful 
installation. In addition, the present invention enables the software developers to update the 
components on the distribution medium remotely, such as via the Internet. 

The piesent invention imptoves responsiveness for installation problems, reduces support 
cost by reducing product support calls, increases customer satisfaction by improving the 
customer's out-of-box (first user) and upgrade experiences, minimizes the download time and 
size by including only the most critical updates, and improves upgrade compatibiUty. By 
including important updates at installation time, the present invention improves the stability of an 
operating system. 

In contrast, the cited art discloses the transfer of configuration settings fiom a source 
computing system to a target computing system aft^- software ha^ l>een installed in the target 
computing system. WhUe the cited art teaches "a method for automaticaUy transitioning files 
ftom a source (i.e., old) computing system to a target (i.e., new) computing system using file 
transition rules" (Bowler et al. paragraph 14), it fails to disclose or suggest that the injection of 
the "new calculated settings" or new settings takes place prior to the target computing systero'« 
installation of software. In fact, the cited art teaches away fiom the present invention and, if 
extended to include updates, falls victim to the problems described above, such as installing 
unstable software before it has been updated to fix the instabihty. Thus, the prior art, as 
described in detail hereinafter, do not operate (and are not structured to operate) in a manner 
corresponding to the applicant's claimed invention. 
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Claim Ejections - 35 US.C. § 102 
Claims M6 and 27-39 were rejected under 35 U.S.C. § 102 (e) as being anticipated by 
Bowler et al.. U. S. Patent Application No. 2002/0174329 ("Bowler reference"). Applicants 
respect&Uy disagree. In response to Examiner's argument on pages of the Office action. 
Applicants disagree wiA the Examiner's reading of the Bowler reference that it discloses "a 
method for automaticaUy transitioning fUes (i.e., installing software) from a source computing 
system to a target computing system. . . (The) process may also be used for extracting 
configuration settings (i.e.. obtaining update content) from multiple ... computing systems (i.e.. 
update media) that are local or remote, and conglomerating them" (citing p. 9, col. R: 20-24 of 
the Bowler reference). Applicants argue that Examiner erroneously analogizes updating 
software prior to installation of the software of the present invention with transitioning files after 
software installation of the Bowler reference. 

The Bowler reference discloses a system for automatically deteiroining and selecting files 
for "transition from an old computing system to anew computing system." (See paragraph 13). 
According to the Bowler reference, "new computing systems typically include. . .updated 
versions of operating systems, new software applications, and other hnproved features." (See 
paragraph 4). As such, the selected files are to be transitioned to updated versions of operating 
systems and new software appUcations =»w^«Hv installed on the new compntiuft system.. For 
example, the Bowler reference discloses an injection application which infuses a target 
computing system with configuration settings. The injection appUcation "is invoked by the 
operating system on the target computing system." (See paragraph 87). Applicants submit thirt 
the Bowler reference clearly discloses the transfer of configuration settings to a target computing 
system having an operating system or software applications alrei^dy installed thereon . 

In contrast, amended claim I recites a method for "dynamically updating software prior 
to installation of the software" by "identifying update content related to the software before 
InstalMng the software," "obtaining the identified update content." "merging the update contMit 
with the software." and "installing the updated software." The present invention eliminates Ihe 
need to update software after installation of Ihe software because tt»e present invention 
dynamically obtains update content for the software pnor to installation of the software on the 
destination machine: This is significantiy different from the system of the Bowler reference. 
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The Bowler reference faOs to teach or susgest updating software prior to installation of tb< 

software. In fact, the Bowler reference teaches away ftom the present invention by disclosmg 
that the configuration settings are extracted and applied in aprocess separate fi«m software 
installation. According to FIG. 3 of the Bowler reference, configurations settings are located and 
extracted from a source computing system. The extracted configuration settings are stored and 
manipulated before the souiie computer system prepares a transition package to be sent to a 
target computing system. Next, in FIG. 5, the target computing system receives the transition 
package and the configuration settings in the transition package are infiised on the target 
computing system. For example, in paragraph 47. the Bowler reference describes that " Whe 
operating system 34 on the target computing system 26 controls execution of the injecuon 
application 24 on the target computing system 26 (e.g.. the Injection application 24 is an 
executable file (.EXE))." That is, the target computing system already has software instaUed to 
receive the transition package and the Injection application so as to recognize configuration 
settings that are to be infused on the target computmg system. 

Furthetmore. the transitioned files according to the Bowler reference include 
configuration settings such as Internet settings, modem or other network settings. . . a desktop 
"look and feel," file system folders settings, application settings, folder names and locations" 
(Bowlerreference.paragraph4). Applicants submit that a desktop, a file system, applications or 
the like must be inherentiy available on the target computing system initially for these 
configuration settings to be applied. Hence, the configuration settings, "calculated settings" oi 
even tiie "new settings" are infiised on tiie target computing system after software, which may be 
an operating system, software applications, or the like, has already been installed on tiie target 
computing system. 

As such, the Bowler reference cannot anticipate each and every element as set forth m 
amended independent claim 1. Claims 2-16 and 40-42 depend from claim 1 . As such, the 
Bowler reference cannot anticipate each and every element as set forth in dependent claims 2-16 
for at least the same reasons tiiat tiie Bowler reference does not anticipate the amended 
independent claim 1 * 

Amended claim 27 recites a publishing component for identifying update content related 
to software before Installing the software, an updating component for obtaining the update 
content, and an instaUation component for installing the updated software. Applicants subndt 
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that the Bowler reference fails to teach or suggest at least these aspects of the present invention. 
Tljerefore. the Bowler reference cannot anticipate each and every element as set forth in 
amended independent claim 27. Claims 28-37 depend W claim 27. As such, the Bowler 
reference cannot anticipate each and every element as set forth in dependent claims 28-37 for at 
least the same reasons that the Bowler reference does not anticipate the amended independent 
claim 27. 

Amended claim 38 recites -means for identi^ng update content relating to 
software. . .adapted for instaUatlon" and "means for merging the update content ... with the 
software on the installation media to create updated software" wherein the updated software is 
• created before the software is installed on the destination machine." Applicants submit that 
the Bowler reference fails to teach or suggest at least these aspects of the present invention. 
Therefore, the Bowler reference cannot anticipate each and every element as set forth in 
amended independent claim 38. Claim 39 depends from claim 38. As such, the Bowler 
reference cannot anticipate each and every element as set forth in dependent claim 39 for at least 
the same reasons that the Bowler reference does not anticipate the amended independent claim 
38. 

CONCLUSION 

For at least the reasons noted above. Applicants respectfully submit that claims 1-16 and 
27-42 are in condition for allowance and respectfully requests favorable reconsideiation of this 
application. Although the prior art made of record and not relied upon may be considered 
pertinent to the disclosure, none of these references anticipates or makes obvious the recited 
invention. The feet that Applicants may not have specifically traversed any particular assertion 
by the Office should not be construed as indicating AppUcants' agreement therewith. 

The Applicants wish to expedite prosecution of this application. If the Examiner 
deems the claims as amended to not be in condition for aUowance, the Examiner is invttwi 
and encouraged to telephone the undersigned to dtecuss making an Examiner's amendment 
to place the claims in condition for allowance. 



PA(X14/1S'imAT3Q3l20l»5:22:l)2ra[EastemStan(lanlTiine]'SV^ 



•MAR-23-2005_WED 04j32 PM SENNIGER POWERS LEAVIH FAX NO. 3145881357 

14 MS#164036.02(MSFT4933.I) 

PATENT 

■Hie Cotnmissioner is hereby authorized to charge my deeciency or o vopayment of any 
required fee doring the entire pendency of this application to Deposit Account No. 19-1345. 

Respectfttlly submitted. 

Oames J. Barta, Jr.. Reg. No. 47,409 
SENNIGER POWERS 
One Metropolitan Square, I6lh Floor 
St. Louis, Missouri 63102 
(314)231-5400 

ATY/JJB/cjl 
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